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REMARKS 

Claims 1-15 were examined in the Office Action mailed September 18, 
2008. The following objections and rejections are currently pending: 

• Objection to the drawings for failing to show the reference label 20 
discussed in Specification f [0034] in Fig. 2. 

• Objection to claims 1, 9, 10, 12 and 15 on formal grounds. 

• Rejection of claims 1-13 and 15 under 35 U.S.C. § 103(a) as unpatentable 
over U.S. Patent No. 5,946,801 to Twigg et al ("Twigg") in view of 
Japanese Patent No. 05342933 to Yamada ("Yamada" or "JP '933"). 

• Rejection of claim 14 under § 103(a) as unpatentable over Twigg and JP 
'933, further in view of European Patent Publication No. 0 638 827 Al 
("Seike" or "EP '827"). 

In addition to the foregoing claim amendments, the Applicants have 
amended Specification paragraph [0035] to correct a typographic error. 

1. Withdrawal of the Drawing Objection Is Requested . The 
Applicants respectfully request reconsideration and withdrawal of the pending 
drawing objection. 

The element 20 is clearly described in If [0031]: "[t]he reinforcing fiber 20 
is comprised of the ceramic fiber 22 and the metal coating 24." 1 Reinforcing fiber 
20 is shown (and labeled as such) in Fig. 1, leading into the shaping rollers 10, 
12. The components of the reinforcing fiber 20, ceramic fiber 22 and metal 
coating 24, are shown in the corresponding cross-section view of the shaping 
rollers in Fig. 2. The Applicants submit that because reinforcing fiber 20 is 



1 The Office Action refers to If [0034], however, this paragraph number is from the 
Marked version of the Specification; the corresponding paragraph in the Clean version is 
If [0031]. 



Page 6 of 10 



App. Ser. No. 10/523,811 
Atty. Dkt. No. 011235.55841US 

PATENT 

clearly labeled in Fig. 1, and its unmistakably labeled core and coating elements 
22, 24 are clearly labeled in Fig. 2, there can be no ambiguity as to the 
identification of these elements in the drawings, and therefore no further 
labeling of the drawings is necessary. Accordingly, withdrawal of the pending 
drawing rejection is respectfully requested. 

2. The Claims Objections Have Been Addressed . The Applicants 
have amended claims 1, 9-10, 12 and 15 in accordance with the Examiner's 
helpful suggestions. Withdrawal of the pending claim objections is respectfully 
requested. 

3. The Claims Are Patentable Over The Cited References . The 

Applicants respectfully traverse the rejections based on the Twigg and Yamada 
references, on the grounds that: (i) while superficially similar, the Yamada 
reference is not analogous art and therefore would not have been considered by 
one of ordinary skill in the art working with the ceramic fibers of the present 
invention; and (ii) even if combined, the present invention would not result, as 
the Twigg fiber would be rendered unsuitable for its intended use. 

As acknowledged in the Office Action, the Twigg reference teaches only 
the conventional winding of round cross-section, metal-coated ceramic fibers, 
resulting in problem-causing void spaces between the wires. The Yamada 
reference is cited as teaching "converting the metal coating to an exterior shape 
having a polygonal cross-section which permits an arrangement without any 
cavities." September 18, 2008 Office Action at 4. 
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Yamada discloses an electrically superconductive wire arrangement with 
hexagonal wires. Yamada Abstract. An important distinction between the metal 
coated wires of the present invention and those of Yamada — and ultimately the 
reason that one of ordinary skill would not have considered Yamada - is that the 
Yamada wires are completely metallic, having a solid metal core of niobium (Nb), 
centered within an outer body of copper-tin alloy (Cu-Sn) which is given an outer 
copper plating layer. 

Due to the tremendous ductility of the metal niobium-cored, copper-tin- 
sheathed Yamada wire, such a wire is permanently deformable without serious 
problems. In contrast, the ceramic fibers of the present invention are not 
permanently deformable at all; rather, a deformation above the elastic limit will 
lead to breaking and/or splitting of the fiber. Thus, where Yamada teaches an 
approach to forming an all-metal wire suitable for use in a superconducting 
application which can withstand deformation across the entire cross-section of the 
wire, including deformation of the niobium core, the present invention is in the 
field of mechanical reinforcement of metallic alloys with ceramic fibers (so-called 
MMC's (metal jnatrix^omposites)) - fibers which cannot survive such 
deformation. Accordingly, contrary to the summary assertion in the Office 
Action that it would have been obvious to combine Twigg and Yamada, in fact 
one skilled in the art would not have considered applying a process from the 
superconducting wire art which deforms the wire across its entire cross-section 
to the non-analogous art of ceramic fiber manufacture, in which permanent 
deformation of the ceramic fibers is fundamentally unacceptable. 
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Because one of ordinary skill in the art of metal matrix composite ceramic 
fibers would not have looked to the field of all metal superconducting wires in the 
development of the present invention for the reasons discussed above, the 
Applicants submit that one skilled in the art would not have considered 
combining the Twigg and Yamada references. 

Further, the Applicants submit that even if these references were 
combined, the present invention would not result, as the entire cross-section 
deformation taught by Yamada would result in rendering the Twigg ceramic 
fiber unsuitable for its intended use, £.e., the Twigg fiber would be unacceptably 
damaged by the Yamada deformation. Of course, as noted in MPEP § 2143. 01.V, 
such a combination is not permitted to serve as the basis for a § 103(a) rejection. 

In view of the foregoing, the Applicants submit that the pending claims 
are patentable over the asserted combination of Twigg and Yamada, 2 and 
respectfully request reconsideration and withdrawal of the rejections based on 
these references. 

CONCLUSION 

In view of the foregoing amendments and remarks, the Applicant submits 
that claims 1-15 are in condition for allowance. Early and favorable 
consideration and issuance of a Notice of Allowance for claims 1-15 is 
respectfully requested. 



2 The Seike reference discloses a method and a structure for protecting and 
reinforcing optical fibers in areas with bare fiber sections. There is no teaching 
directed to special fiber geometries in this reference. 
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If there are any questions regarding this amendment or the application in 
general, a telephone call to the undersigned would be appreciated since this 
should expedite the prosecution of the application for all concerned. 

If necessary to effect a timely response, this paper should be considered as 
a petition for an Extension of Time sufficient to effect a timely response, and 
please charge any deficiency in fees or credit any overpayments to Deposit 
Account No. 05-1323 (Docket #011235.55841US). 

Respectfully submitted, 



January 16, 2009 
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